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DETAILED ACTION 
E lection/Res trictions 

1 . Newly submitted claims 29-50 and 52-56 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 
the claims are directed to an embodiment with a blocking element designed with a braid 
arrangement whereas the original claims were directed to a blocking element designed 
with a malecot style. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 29-50 and 52-56 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP§ 821.03. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a) because they fail to show an 
example of an alternate embodiment of the blood flow blocking element designed with a 
braid arrangement. The specification (Para [0053]) states that this is shown in Figs. 9 
and 10. However, it is unclear how the embodiment in Figs. 9 and 10 is any different 
from the embodiment in Fig. 4, which is described in the specification as the malecot 
style blood flow blocking element. Any structural detail that is essential for a proper 
understanding of the disclosed invention should be shown in the drawing. MPEP § 
608.02(d). Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required 
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in reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

3. The disclosure is objected to because of the following informalities: Para 0036, 
line 13 states "the braided device 18", however earlier in the paragraph reference is 
made several times to "malecot type blocking device 18" and "braided removal device 

24". 

Appropriate correction is required. 
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Claim Objections 

4. Claim 19 objected to because of the following informalities: The amended 
second line of claim 19, "an elongate member a distal end", is grammatically incorrect. 
Appropriate correction is required. 

Double Patenting 

5 Claims 6, 7, 10-13, 15, 16, 19, 20, 22, 23, 25, 28 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1-13, 15 and 16 of U.S. Patent No. 6,669,260 in view of Solano et al. (US 
4,921 ,478). The patent claims all the features of the instant application except for the 
"outer distally facing generally funnel surface". The claims of the patent are completely 
silent to this feature. Solano discloses a similar device which has an outer distally facing 
generally funnel surface. Since the patent and Solano substantially discloses the same 
invention it would have been obvious to one having ordinary skill in the art at the time of 
the invention to incorporate an outer distally facing generally funnel surface in order to 
prevent blood or emboli from flowing past the catheter. 

6 Claims 6, 7, 10-16, 19, 20, 22-25 and 28 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1-9 of U.S. Patent No. 6,238,412 in view of Solano et al. (US 4,921,478). The 

patent claims all the features of the instant application except for the "outer distally 
facing generally funnel surface". The claims of the patent are completely silent to this 
feature. Solano discloses a similar device which has an outer distally facing generally 
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funnel surface. Since the patent and Solano substantially discloses the same invention 
it would have been obvious to one having ordinary skill in the art at the time of the 
invention to incorporate an outer distally facing generally funnel surface in order to 
prevent blood or emboli from flowing past the catheter. 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 6, 7, 10-16, 19, 20, 22-25, 27, 28 and 51 are rejected under 35 
U.S.C. 102(b) as being clearly anticipated by Solano et al. (US 4,921,478). 

9. Solano discloses the invention substantially as claimed including an occluder and 
a method of deploying an occluder that comprises: a catheter having a distal end (Fig. 
2), having a blood flow blocking element comprising structural members (28) defining 
openings there between (27) and positioned near the distal end of the catheter, said 
blood flow blocking element having a radially compressed insertion state and a radially 
expanded blocking state (figs. 6a, 6d, 10a, 10b), an actuator (22) associated with said 
catheter to move said blood flow blocking element from said compressed state to said 
expanded state (Col 5, lines 54-68)), and said blood flow blocking element in said 
radially expanded blocking state having an outer distally facing, generally funnel surface 
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extending out from said distal end of said catheter (figs. 6d, 8, 10b). The blocking 
element blocks passage of material around the outside of the catheter and is a malecot 
style device. An annular membrane (76) that contacts the structural members is an 
elastomeric impermeable membrane (Col 6, lines 45-56). The actuator (22) extends 
though the lumen of the catheter (24) distal of said blood flow blocking element and 
when moved in a proximal direction, engages said blood flow blocking element to switch 
said blood flow blocking element from said retracted insertion state into said radially 
expanded blocking state (Col 5, lines 62). 

Response to Arguments 

10. Applicant's arguments, see Remarks, filed 07/18/07, with respect to the 
rejection(s) of claim(s) 1-7, 8-23 under 102(e) and 103(a) have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of newly found art 
under 102(b) as being anticipated by Solano as stated above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Houston whose telephone number is 571-272- 
71 34. The examiner can normally be reached on M-F 9:00-5:30. 



Application/Control Number: 10/765,564 



Page 7 



Art Unit: 3731 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on 571-272-4963. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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